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6) M Claim(s) 1-10 is/are rejected. 
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DETAILED ACTION 

1. Amendment, filed on 03/16/2005, has been entered. Claims 1-10 are 
presented for examination. 

Terminal Disclaimer 

2. The terminal disclaimer filed on 03/16/2005 has been recorded. (See 
Response to Arguments) 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially 
created doctrine grounded in public policy (a policy reflected in the statute) so as 
to prevent the unjustified or improper timewise extension of the "right to exclude" 
granted by a patent and to prevent possible harassment by multiple assignees. 
See In re Goodman, 11 F.3d 1046, 29 USPQ2d2010 (Fed. Cir. 1993); In re 
Long/, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970); and, In re Thorington, 418 F.2d 528, 163 USPQ 644 
(CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may 
be used to overcome an actual or provisional rejection based on a nonstatutory 
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double patenting ground provided the conflicting application or patent is shown to 
be commonly owned with this application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may 
sign a terminal disclaimer. A terminal disclaimer signed by the assignee must 
fully comply with 37 CFR 3.73(b). 

Claims 1-10 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-10 of 
Philyaw et al., U.S. Patent No. 6,643,692, and claims 1-4 of Philyaw et al., U.S. 
Patent No. 6,697,949. Although the conflicting claims are not identical, they are 
not patentably distinct from each other because the context of the claimed 
invention is the similar as the context of the cited claims of the U.S. Patent No. 
6,643,692 and U.S. Patent No. 6,697,949. 

All the claims 1-10 of the application have similar limitations to claims 1-10 
of Philyaw et al., U.S. Patent No. 6,643,692 except the limitation "embedding a 
unique perceivable code, which does not containing routing information". 
Therefore, claims 1-10 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-9 of U.S. 
Patent No. 6,643,692 and in view of Wolzien, Patent No. 5,761,606 for the 
limitation "embedding a unique perceivable code, which does not containing 
routing information". 
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The Philyaw et al. reference (6,643,692) discloses a method for controlling 
a computer with recorded information of a digital audio tape, comprising: 
embedding a unique code in the recorded audio information of the digital audio 
tape, extracting the unique code with an extractor during output of the recorded 
audio information to a user, transmitting the unique code to a remote location on 
the network in accordance with routing information stored at the user. Wolzien 
discloses an on line information provider address (unique perceivable code) 
embedded in a video or audio program is encoded in a vertical blanking interval, 
and the on line information provider address is detected and decoded from the 
electronic signal and used in establishing a direct signal communication link to 
the online information provider (thus, the address does not contain routing 
information) (Abstract and col. 3, line 25 - col. 4, line 48). Since Wolzien 
discloses address embedded in video or audio program, thus it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to 
combine the teachings of Wolzien and Philyaw et al. to include embedding a 
unique perceivable code, which does not contain routing information. Wolzien 
suggests that by providing automated and direct user access to online 
information providers through an address embedded in a video or audio program 
signal would obtain several benefits such as users could easily locate additional 
materials provided in text or still picture by the producers of the video program by 
accessing more information from the producers digitally through the online 
address. 



Application/Control Number: 09/378,21 7 Page 5 

Art Unit: 2176 

Claims 1-10 of the application have similar limitations to claims 1-4 of 
Philyaw et al., U.S. Patent No. 6,697,949 except the limitation "when playing 
back the recorded information, the unique perceivable code will be output within 
the video/audio bandwidth of the compact disk". Therefore, claims 1-10 are 
rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claims 1-4 of U.S. Patent No. 6,697,949 
and in view of claims 1-10 of US. Patent No. 6,643,692 for the limitation "when 
playing back the recorded information, the unique perceivable code will be output 
within the video/audio bandwidth of the compact disk." 

The Philyaw et al. reference (6,697,949) discloses a method for allowing a 
consumer to access an advertiser's location over a global communication 
network from a consumer's computer, comprising the steps of: a broadcast 
program having a unique signal embedded therein contains no routing 
information and is associated with a particular advertiser and a predetermined 
location on the network and wherein the unique signal has encoded therein a 
unique code that correlates with the location of this predetermined location on the 
network; receiving the unique signal at a consumer's location; decoding the 
unique signal to extract therefrom the unique code; and accessing a database 
according to the unique code for determining routing information to the 
predetermined location on the network from a consumer's computer on the 
network at the consumer's location. The Philyaw et al. reference (6,643,692) 
discloses the similar information as discussed in reference 6,697,949 with 
additional limitation of "when playing back the recorded information, the unique 
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perceivable code will be output within the video/audio bandwidth of the compact 
disk". It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to interpret that the unique perceivable code will be output 
during the playback so an extractor would be able to extract the unique code 
during the output of the recorded information to a user. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 

all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the art 
to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

4. Claims 1, 4-6, and 9-10 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Bendinelli et al., U.S. Patent No. 6,061,719 in view of Ullman et 
al., U.S. Patent No. 6,018,768, and further in view of Wolzien, U.S. Patent No. 
5,761 ,606 and further in view of Berry et al., US Patent No. 6,1 95,693. 

5. As to claims 1 and 6, Bendinelli et al. (Bendinelli) discloses the invention as 
claimed. 
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the unique code in close association with vendor information (col. 2, line 51 

- col. 3, line 12 and col. 3. line 57 - col. 4, line 13: teaches a URL or other type of 
network information identifier which identifies a web site (vendor information)); 

extracting the unique code with an extractor during output of the recorded 
information to a user at a user location disposed on a network (col. 3, line 13 - col. 
4, line 13 and col. 5, line 57 - col. 6, line 11: teaches a decoder extracts and 
embedded URL or other type of network information identifier from a closed 
caption stream (output information) and delivers it to a computer via a suitable 
connection (network)); 

in response to extracting the unique code, transmitting the unique code to a 
remote location on the network in accordance with routing information accessible 
at the user location, wherein the vendor product information is returned to the user 
location for processing (Abstract, col. 2, line 51 - col. 3, line 35 and col. 5, line 57 

- col. 6, line 11: teaches from extracting the URL or other network information 
identifier (unique code) identifying a web site at a server (remote location) and 
wherein a web page (vendor information) is delivered to the computer for display). 

However, Bendinelli does not explicitly disclose the unique code in 
recorded information of the compact disk and which unique code is embedded 
within the video/audio bandwidth of the recorded information, and the unique code 
will be output during normal playback of the compact disk and within the 
video/audio bandwidth thereof. Ullman et al. (Ullman) discloses on col. 5, lines 
28-30, col. 9, lines 4-35, and col. 10, lines 4-25: teaches operating a DVD player 
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at a user site to read a video program with embedded URLs (unique code) which 
is stored or recorded in a digital video disk and video program is displayed on the 
user site. Ullman also discloses the URLs (unique codes) identifying the Web site 
and time stamps are sent automatically to the desktop of each student either 
during playback of a pre-recorded program or during a live event (col. 10, lines 33- 
49). Since Ullman discloses a system for integrating video programming with the 
information resources of the Internet, which is similar to synchronized presentation 
of television programming and web content of Bendinelli, It would have been 
obvious to one having ordinary skill in the art at the time the invention was made 
to incorporate a digital video disk (DVD) storing video program with embedded 
URLs and DVD player to retrieve video program to display on user site and the 
URLs (unique codes) identifying the Web site and time stamps are sent 
automatically to the desktop of each student either during playback of a pre- 
recorded program or during a live event as taught by Ullman, and extract a unique 
code to identify the location of a server corresponding that unique code, as taught 
by Bendinelli, in a digital computing environment. The motivation to do so would 
have been to provide a user friendly environment by giving customers additional 
information automatically through the Internet. 

However, Bendinelli and Ullman do not explicitly disclose embedding a 
unique perceivable code, which does not contain routing information. In the same 
field of endeavor, Wolzien disclose an on line information provider address 
(unique perceivable code) embedded in a video or audio program is encoded in a 
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vertical blanking interval, and the on line information provider address is detected 
and decoded from the electronic signal and used in establishing a direct signal 
communication link to the online information provider (thus, the address does not 
contain routing information) (Abstract and col. 3, line 25 - col. 4, line 48). Since 
Wolzien discloses address embedded in video or audio program, which is similar 
to a system for integrating video programming with the information resources of 
the Internet of Ullman and synchronized presentation of television programming 
and web content of Bendinelli, thus it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to combine the teachings of 
Wolzien and Bendinelli and Ullman to include embedding a unique perceivable 
code, which does not contain routing information. Wolzien suggests that by 
providing automated and direct user access to online information providers 
through an address embedded in a video or audio program signal would obtain 
several benefits such as users could easily locate additional materials provided in 
text or still picture by the producers of the video program by accessing more 
information from the producers digitally through the online address. 

However, Bendinelli, Ullman and Wolzien do not explicitly disclose which 
routing information defines the location of the remote location on the network. 
Berry et al. (Berry) discloses a method for automatically retrieving and presenting 
data associated with audio recording having unique identifying indicia therein, and 
in response to playing an audio recording in a multimedia computer system, a 
unique identifying indicia associated with the audio recording is identified, a listing 
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of codes (routing information) within the multimedia computer system is 
automatically searched to find a code corresponding to the unique identifying 
indicia, and in response to finding the code corresponding to the unique identifying 
indicia, multimedia data is retrieved from local remote network site (Abstract, Fig. 
7 and col. 9, line 37 - col. 10, line 52). Since Berry discloses a method for 
network delivery of content associated with physical audio media, which is similar 
to the methods of Bendinelli, Ullman and Wolzien, thus it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to 
combine the teachings of Berry and Bendinelli, Ullman and Wolzien to include 
routing information which defines the location of the remote location on the 
network in order to provide a unique and effective solution which combines 
conventional audio. CDs with on-demand multimedia distribution over the Internet. 

6. As to claims 4 and 9, Bendinelli, Ullman, Wolzien and Berry (Bendinelli- 
Ullman-Wolzien-Berry) disclose the network is a global communication network 
that provides a universal resource locator (URL) for each location on the network 
and the routing information is comprised of the URL for the location (Bendinelli, 
col. 2, line 51 - col. 3, line 12). 

7. As to claims 5 and 10, Bendinelli-Ullman-Wolzien-Berry disclose the unique 
perceivable code is an audible tone (Bendinelli, col. 2, line 51 - col. 4, line 13: 
teaches network information identifier can be embedded in any other type of 
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signal; Wolzien: Abstract, and col. 3, line 25 - col. 4, line 48: links video and audio 
program content with online video or audio information signal content). 

8. Claims 2-3 and 7-8 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Bendinelli-Ullman-Wolzien-Berry as applied to claims 1, 4-6 
and 9-10 above, and further in view of Hitzelberger, U.S. Patent No. 6,061,368. 

9. As to claims 2 and 7, Bendinelli-Ullman-Wolzien-Berry disclose the 
invention substantially as claimed as described supra. However, Bendinelli- 
Ullman-Wolzien do not explicitly teach an intermediate location on the network for 
comparing the received unique code with the stored vendor routing information in 
the database. Hitzelberger discloses on col. 4, lines 9-56: a routing engine 
(intermediate location) for matching source identifiers with the destination 
identifiers from a cache (stored vendor routing information) in the routing engine. 
Thus, it would have been obvious to one having ordinary skill in the art at the time 
the invention was made to incorporate a routing engine (intermediate location), as 
taught by Hitzelberger, to identify a web site at server using a code, as taught by 
Bendinelli-Ullman-Wolzien, in a network environment. The motivation to do so 
would have been to provide a routing engine to match the source identifier with 
the destination identifiers stored in the cache to be able to identify the web page 
(vendor information) at a server for interconnection increasing the reliability in 
establishing connection between source and destination. 
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10. As to claims 3 and 8, Bendinelli-Ullman-Wolzien-Berry and Hitzelberger 
(Bendinelli-Ullman — Wolzien-Berry-Hitzelberger) disclose the user location further 
includes user ID information that uniquely identifies the user at the user location 
(Hitzelberger, col. 4, line 9-56: teaches a source identifier), and 

wherein the database at the intermediate node includes user profiles 
information which is associated therein with the user ID information of the user 
location (Ullman, col. 3, line 44 - col. 4, line 4), and 

wherein the step of transmitting the unique perceivable code over the 
network to the intermediate location also includes transmitting the user ID 
information to the intermediate location, and the step of matching further 
comprises matching the received user ID information of the user location with 
stored profile information associated with the received user ID information 
(Wolzien, Abstract, and col. 3, line 25 - col. 4, line 48; Hitzelberger, col. 4, line 9- 
56: teaches routing engine (intermediate note) which includes identifier, and a 
matching function for comparing source identifier with a destination identifiers 
stored in cache to be encoded in a packet that is transmitted to the destination), 
and 

wherein the step of transmitting the matching vendor routing information 
back to the user location further includes appending to the vendor routing 
information the stored profile information, and wherein the stored profile 
information is transmitted to the remote vendor information location via the user 
location (Hitzelberger, col. 4, line 9-56). 
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Response to Arguments 



11. Terminal disclaimer filed on 03/16/2005 has been recorded. Examiner 
maintain the Double Patenting Rejection as set forth in the previous Office Action, 
pending decision by the Office Paralegal regarding acceptance of said disclaimer. 
In addition, Examiner's still maintained the rejection over Bendinelli et al., Ullman 
et al., Wolzien, U.S. Patent No. 5,761,606 Berry et al., US Patent No. 6,195,693, 
and further in view of Hitzelberger, U.S. Patent No. 6,061 ,368. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Chau Nguyen whose telephone number is 
(571) 272-4092. The Examiner can normally be reached on Monday-Friday from 
8:00 am to 5:00 pm. 

If attempts to reach the Examiner by telephone are unsuccessful, the 
Examiner's supervisor, Joseph Feild, can be reached at (571) 272-4090. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 

Chau Nguyen 
Patent Examiner 
Art Unit 2176 




